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Mail Stop Appeal Brief-Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



APPEAL BRIEF (UNDER 37 C.F.R. 41.37) 

Appellant appeals the Examiner's final rejection dated February 3, 2006. 

I. REAL PARTY IN INTEREST 

The real party in interest is the assignee Kyocera Corporation. 

II. RELATED APPEALS AND INTERFERENCES 

There are no known related appeals or interferences. 

III. STATUS OF CLAIMS 

Claims 1-18 are under consideration. Claims 1, 2, 4, 5, 7, 8, 11, 12 and 15-17 stand 
rejected under 35 U.S.C. § 102(e) as being allegedly anticipated by U.S. Patent No. 6,907,276 B2 
(hereinafter "Toba"). Claims 9, 10, 13, 14 and 18 stand rejected under 35 U.S.C. §103(a) as 
being allegedly unpatentable over Toba in view of U.S. Publication No. 2002/0119768 to 
Matsumoto (hereinafter "Matsumoto"). The Claims on Appeal appear in Exhibit A attached 
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hereto. A copy of the Final Office Action of February 3, 2006 appears as Exhibit B attached 
hereto. 

IV. STATUS OF AMENDMENTS 

An Amendment submitted on November 22, 2005 in response the Non-Final Office 
Action of August 22, 2005 was entered. An amendment submitted on August 3, 2006 in response 
to the Final Office Action of February 3, 2006 was not entered as it was filed with a Notice of 
Appeal. Therefore, the Amendment was not considered by the Examiner. 

V. SUMMARY OF INVENTION 

The present claimed invention is a portable terminal that allows unnecessary operations 
to be omitted by automatically switching (including mode switching) to an input screen in 
accordance with an opening operation that is required for character input. It also provides a 
portable terminal that is user friendly. 

In general, in a first aspect, the invention features a portable terminal including a first 
housing having at least a display unit and a second housing having at least an input unit, wherein 
both housings are openably and closably connected together such that the display unit is visible 
to the user in at least a closed state. The portable terminal further includes a detecting device for 
detecting an opening action of either housing and a control device for controlling a screen of the 
display unit. When the detecting device detects an opening action of either housing, the control 
device changes a screen on the display unit to an input screen. 

In general, in a second aspect, the invention features a portable terminal including a first 
housing having at least a display unit and a second housing having at least an input unit, wherein 
both housings are openably and closably connected together so that the display unit is visible to 
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the user in a closed state and an opened state, and the input unit is visible to the user in an open 
state. The portable terminal further includes a detecting device for detecting an opening action 
of either housing and a control device for controlling a screen of the display unit. When the 
detecting device detects an opening action of either housing, the control device changes a screen 
on the display unit to an input screen. 

In general, in a third aspect, the invention features a portable terminal including a first 
housing having at least a display unit and a second housing having at least an input unit, wherein 
both housings are openably and closably connected together so that the display unit is visible to 
the user in a closed state. The portable terminal further includes a detecting device for detecting 
an opening action of either housings, and a control device for switching between a non-input 
mode and an input mode. When the detecting device detects an opening action of either housing, 
the control device switches the mode from the non-input mode to the input mode. 

In general, in a fourth aspect, the invention features a portable terminal including a first 
housing having at least a display unit and a second housing having at least an input unit, wherein 
both housings are openably and closably connected together so that the display unit is visible to 
the user in a closed state. The portable terminal further includes a detecting device for detecting 
an opening action of either housing, a reception device for receiving e-mail, and a control device 
for displaying the received c-mail on a screen of the display unit and changing a screen of the 
display unit. When the detecting device detects an opening action of either housing, the control 
device changes from a non-input screen displaying the received e-mail to an input screen for 
composing a reply based on the received e-mail. 

In general, in a fifth aspect, the invention features a method of displaying an input screen 
of a display unit of a portable terminal having housings openably and closably connected 
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together. The method includes the steps of selecting an item to be displayed on the display unit 
in a closed state, and changing a non-input screen with the selected item thereon to an input 
screen corresponding to the item when either housing is opened from a closed state by a user. 

In general, in a sixth aspect, the invention features a method of displaying an input screen 
of a display unit of a portable terminal having housings openably and closably connected 
together. The method includes the steps of receiving an e-mail, displaying the received e-mail on 
a non-input screen of the display unit, and changing the non-input screen displaying the received 
e-mail to the input screen for composing a reply based on the received e-mail when either 
housing is opened from a closed state by a user. 

VI. ISSUES 

1 . Whether claims 1, 2, 4, 5, 7, 8, 1 1, 12 and 15-17 are anticipated under 35 
U.S.C. §102(e) by the Toba reference. 

2. Whether claims 9, 10, 13, 14 and 18 were properly rejected under 35 
U.S.C. § 103(a) as unpatentable over the Toba reference in view of Matsumoto. 

VII. GROUPING OF CLAIMS 

Claims 10, 11 and 12 will stand or fall together. Claims 13 and 15-18 will stand or fall 
together. Claims 19-21 will stand or fall together. Claims 22-25 will stand or fall together. 
Claims 26-29 will stand or fall together. Claims 30-32 will stand or fall together. 

VIII. ARGUMENT 

A. ANTICIPATION, 35 U.S.C. §102 

1 . THE BURDEN IS ON THE PATENT OFFICE TO SHOW 
THAT APPELLANT IS NOT ENTITLED TO A PATENT 
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The Patent Statute 35 U.S.C. §102 states: "A person shall be entitled to a patent 
unless . . ." Thus, the burden is on the Patent Office to prove that an Appellant is not entitled to 
a patent. According to the MPEP, the Patent Office bears the initial burden of factually 
supporting any conclusion of anticipation or prima facie case of obviousness. 

"A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." Verdegaal Bros, v. 
Union Oil Co. of California , 814 F.2d 628, 631 (Fed. Cir. 1987). "The identical invention must 
be shown in as complete detail as is contained in the... claim." Richardson v. Suzuki Motor Co., 
868 F.2d 1226, 1236 (Fed. Cir. 1989). The elements must be arranged as required by the claim, 
but this is not an ipissimis verbis test, i.e. identity of terminology is not required. In re Bond, 970 
F.2d 831 (Fed. Cir. 1990). The Examiner has not shown that all of the elements contained in the 
rejected claims are contained in the cited prior art, and therefore the rejections should be 
reversed. 

2. CLAIMS 22-25 REQUIRE A POSITION DETECTING MEANS. 
The Final Office Action at page 2 states that Claims 22-25 are rejected as being 
anticipated by Tomii because Tomii discloses inter alia the combination of a present location 
recognition means and present location recognition memory. The Examiner asserts that this is 
analogous to the position detecting means disclosed in Claims 22-25. Tomii, however, fails to 
teach position detection based upon a signal received by the mobile communication terminal. 
The translation of Tomii describes the recognition means as a control means for "recognizing the 
contents of registration ... [in] present location recognition memory", where the user inputs the 
contents of "registration". The Examiner recognized in the Final Office Action that the Tomii 
reference requires that the user input the current position of the mobile communication terminal. 
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At paragraph 1, page 3, the Examiner recognized that the Tomii position detecting section 
detects the current position "through a user's key input actuation, the key input actuation by the 
user reading in the claimed signal received by said mobile communications terminal." 

In the position detecting means claimed in independent Claim 22 of the application, 
however, the location information does not have to be pre-registered or input by the user. The 
current position in Applicant's claimed invention is determined by a signal received by the 
mobile communication terminal. User input is not a signal as required by the claim language. 
The signal is an independent signal received from a base station or similar source. In the system 
described in Tomii, the user of the communication terminal has to set the current position by 
hand every time he changes location, while the invention as claimed in Claims 22-25, the user 
does not need to set the current position, as it is updated automatically by the position detection 
means as soon as he changes location. Tomii does not disclose this feature. 

Thus, the rejections of Claims 22-25 for anticipation should be reversed. 

3. CLAIMS 26, 27, 29, 30 AND 32 REQUIRE STORAGE OF A RECEIVED 
CALL NUMBER 

The Final Office Action states at page 4 and 5 that Claims 26, 27 and 30 are rejected as 
being anticipated by Suominen because Suominen discloses a method for storing a received call 
number comprising certain steps. Claims 29 and 32 are dependant on claims 27 and 30, 
respectively, and are rejected for the same reasons with the additional statement that Suominen 
discloses storing country indicator input by the user in a received call history separate from the 
call number. However, Suominen discloses a method involving input of both the numbers and 
the country indicator by the user for later use. 
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Suominen explains at column 3, lines 31-34 that the stored call number is a telephone 
number to be stored in the abbreviated dialing memory by entering the telephone number using 
the telephone keys in a conventional manner. The Examiner recognized this number is a 
telephone number "imputed by the user in the mobile telephone for storage in the memory." 
Thus, Suominen simply refers to retrieving a phone number which the user has typed in for the 
specific purpose of being recalled. The invention claimed in Claims 26, 27, 29, 30 and 32 
however, addresses storing a number of a call received by the mobile telephone from an external 
source and assigning it a number in the call history. 

Further, Suominen discloses storing a history of call numbers entered by the user. Claims 
29 and 32 claim a received call number history which stores call numbers of telephone calls 
received by the mobile telephone from an external source. 

Thus, the rejections of Claims 26, 27, 29, 30 and 32 for anticipation should be reversed. 

B. OBVIOUSNESS, 35 U.S.C. §103 

1. THE FINAL REJECTION OF CLAIMS 10 AND 12 FOR OBVIOUSNESS 
FAILS TO CITE A REFERENCE FOR THE MISSING ELEMENTS 

With respect to Claim 10, the Final Office Action states: "it would have been obvious for 

a person of ordinary skill in the art at the time the invention was made to stored[sic] the 

telephone number disclosed by Suominen in a performed call history as taught by Rogers for the 

purpose of conveniently recall [sic] said performed call number for further dialing." However, no 

evidence was set forth that either reference disclosed a method for storing a performed call 

number whereby the international call identification number of an international call was 

automatically excluded from the number as stored in order to have a uniformity of stored 

numbers. 
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As acknowledged by the Examiner, Suominen does not disclose storing a performed 
telephone call number in a performed call history, and Rogers only discloses prepending digits to 
a number, not automatically removing digits from a number for storage. Further, Rogers 
requires that the user enable the prefixes for specific types of calls before the prefix will be 
attached. The invention as claimed in Claim 10 allows for the automatic storage of the 
international call with the international call identification number stored separately, which allows 
the stored numbers to be used as either national or international call numbers, as appropriate 
based on the location of the phone. The invention allows the phone to append the necessary 
international call number without separate input by the user. It would not have been known to 
persons having ordinary skill in the art to store international call numbers automatically in a 
performed call history without the international call identification number. 

Thus, the rejections of Claim 10 for obviousness should be reversed. 

Since Claim 12 depends from Claim 10, it is not obvious for at least the same reasons as 

set forth with respect to Claims 10. 

2. THE FINAL REJECTION OF CLAIMS 1 1 AND 19-21 FOR 
OBVIOUSNESS FAILS TO CITE A REFERENCE FOR THE MISSING 
FEATURES 

With respect to claim 1 1, the Final Office Action states: "it would have been obvious for 
a person of ordinary skill in the art at the time the invention was made to incorporate the 
selection of the country code (nation number) based on a signal received by the mobile 
communication terminal as taught by Tomii in the method disclosed by Suominen, as modified 
by Rogers, for the purpose of faster storage and processing. Claim 1 1 is dependant on Claim 10, 
and the Examiner's rejection of Claim 1 1 based on the combination of Suominen and Rogers 
should be reversed for the same grounds as Claims 10 and 12. Additionally, as discussed above 
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in connection with Claims 22-25, the system described in Tomii requires the user of the 
communications terminal to set the current position of the terminal by manual input when the 
location of the unit is changed. However, the invention as defined in Claim 1 1 the current 
position is determined by an external signal received by the mobile communication terminal 
from a base station or similar source. 

The Examiner recognized that Tomii requires that the current position is detected through 
a user's key input action. No evidence was set forth that any of the references disclosed a 
method for determining the current location of the mobile telephone based upon a signal received 
by the mobile communication terminal from a base station or similar source. 

Thus, the rejection of Claim 1 1 for obviousness should be reversed. 

Since Claims 19-21, depend from Claim 11, they are not anticipated nor obvious for at 

least the same reasons as set forth with respect to Claims 11. 

3. THE FINAL REJECTION OF CLAIMS 13 AND 15-18 FOR 
OBVIOUSNESS FAILS TO CITE A REFERENCE FOR THE MISSING 
FEATURES 

With respect to Claim 13, the Final Office Action states: "it would have been obvious for 
a person of ordinary skill in the art at the time the invention was made to stored[sic] the 
telephone number disclosed by Tomii in a performed call history as taught by Rogers for the 
purpose of conveniently recall[sic] said performed call number for further dialing." 

One of the elements of Claim 13 is the step of "obtaining a nation number based on the 
current position of a mobile communication terminal detected from a signal received by said 
mobile communication terminal." As discussed above in connection with Claims 22-25, the 
system described in Tomii requires the user of the communications terminal to set the current 
position of the terminal by manual input when the location of the unit is changed, and the system 
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described in Rogers does not disclose detection of the current position of the mobile unit. 
However, the invention as defined in Claim 13 the current position is determined by an external 
signal received by the mobile communication terminal from a base station or similar source. 

Thus, the rejection of Claim 13 for anticipation should be reversed. 

Since Claims 15-18, depend from Claims 13, they are not anticipated nor obvious for at 

least the same reasons as set forth with respect to Claim 13. 

4. THE FINAL REJECTION OF CLAIMS 28 AND 3 1 FOR OBVIOUSNESS 
FAILS TO CITE A REFERENCE FOR THE MISSING FEATURES 

With respect to Claim 28, the Final Office Action states: "it would have been obvious for 
a person of ordinary skill in the art at the time the invention was made to incorporate the 
selection of the country code (nation number) based on a signal received by the mobile 
communication terminal as taught by Tomii in the method disclosed by Suominen for the 
purpose of faster storage and processing." 

With respect to Claim 31, the Final Office Action states: "it would have been obvious for 
a person of ordinary skill in the art at the time the invention was made to incorporate the position 
detecting section taught by Tomii in the terminal disclosed by Suominen for the purpose of 
providing local position detection determination and faster originating processing. 

Since Claims 28 and 31, depend from Claim 27 and 30, respectively, they are not 
anticipated nor obvious for at least the same reasons as set forth with respect to Claims 27 and 
30. Additionally, as discussed above in connection with Claims 22-25, the system described in 
Tomii requires the user of the communications terminal to set the current position of the terminal 
by manual input when the location of the unit is changed, and the system described in Rogers 
does not disclose detection of the current position of the mobile unit. However, the invention as 
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defined in Claims 28 and 31 the current position is determined by an external signal received by 

the mobile communication terminal from a base station or similar source. 

Thus, the rejection of Claims 28 and 31 for obviousness should be reversed. 

5. THE PURPORTED OBVIOUSNESS REJECTIONS FAIL TO MEET 
MINIMUM MPEP REQUIREMENTS FOR A PROPER STATEMENT OF 
REJECTION 

Claims 10-13, 15-21, 28 and 31 are rejected for obviousness. 

The MPEP sets out a form for the reasoning under which claims are to be examined for 
obviousness. After the difference between the claim and the prior art has been determined under 
the first steps of the John Deere analysis, the MPEP instructs how to analyze the "obviousness of 
the difference" between a claim and the prior art. An overview of this analysis is stated at 
§ 2143 (and, is repeated twice more in §§ 706.02(j) and 2142). Note that, in two short 
paragraphs, the MPEP reiterates five times that this form of reasoning is mandatory. This, and 
no other, is the form of reasoning that must be used (emphasis added): 

2143 Basic Requirements of a Prima Facie Case of Obviousness 

To establish a prima facie case of obviousness, three basic criteria must be met. 
First, there must be some suggestion or motivation, either in the references themselves or 
in the knowledge generally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, the prior art reference (or references when combined) 
must teach or suggest all the claim limitations. 

The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, not in Appellant's disclosure. 
In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

Further requirements of these three reasoning steps are elaborated in §§2143.01-2143.03, and the 
permissible "Sources of Rationale" that must underlie each of the steps are set out in §§ 2144- 
2144.09. 
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The written rejection simply states that it would have been "obvious" to combine the 
references, but makes no attempt to make the underlying showings of a suggestion or motivation 
to modify any of the cited references. Because the written rejection fails to even make a facial 
attempt to be complete, the § 103(a) rejection are improper. 

If the claims remain rejected, the Examiner should be instructed that his written rejection 
must state specific findings on each of the required elements of a prima facie case, at least to the 
degree that issues have been traversed in any of Appellant's previous papers. Any further 
rejection should set out this analysis in writing so that Appellant can respond with appropriate 
claim amendments or arguments. The Board is requested to supervise the Examiner to ensure 
that any future obviousness rejection follows the form of reasoning set out at MPEP §§ 2143- 
2143.03. 

6. THERE IS NO MOTIVATION TO COMBINE THE ELEMENTS OF ANY 
OF SUOMINEN, TOMII AND ROGERS 

Claims 10 and 12 are rejected based upon a combination of Suominen and Rogers. 

Claims 11 and 19-21 are rejected based upon a combination of Suominen, Rogers and Tomii. 

Claims 13 and 15-18 are rejected based on a combination of Tomii and Rogers. Finally, Claims 

28 and 31 are rejected based upon a combination of Suominen and Tomii. It would not have 

been obvious to combine the elements of Suominen with Rogers, Suominen with Tomii, or 

Tomii with Rogers to achieve the present invention. In fact, Rogers is only cited for the 

automatic prepending of digits to a call number, and does not eliminate the deficiency that 

Suominen does not disclose using its storage system for a performed call number. Further, 

neither Rogers nor Suominen overcome the flaw that Tomii requires the user to set the current 

position by manual input, and does not receive current location data from an external signal. For 
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the same reason, Tomii cannot eliminate the deficiencies of Rogers or Suominen in connection 
with current location position detection. 
IX. CONCLUSION 

For the foregoing reasons, it is respectfully submitted that the Final Rejection of Claims 
1-18 should be reversed. 



Respectfully submitted, 



SCHULTE ROTH & ZABEL LLP 

Attorneys for Appellants 

919 Third Avenue 

New York, New York 10022 




Jason S. Marin 



Reg. No. 55,799 



Dated: December 4, 2006 

New York, New York 
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Exhibit A 
Claims on Appeal 

Claim 1: A portable terminal having an open state and a closed state, said portable terminal 
comprising: 

a first housing having at least a display unit with a screen; 

a second housing having at least an input unit; 

a detecting unit for detecting opening of either of said housings; and 

a control unit for controlling said screen of said display unit; 

wherein said first housing is openably and closably connected to said second 
housing, wherein said display unit is visible to a user in at least said closed state of said 
portable terminal, and wherein, when said detecting unit detects opening of either of said 
housings, said control unit changes said screen of said display unit to an input screen. 

Claim 2: The portable terminal according to claim 1 further comprising a selecting unit for 

selecting an item displayed on said display unit, wherein when said detecting unit detects 
opening of either of said housings, said control device changes said screen with an item 
selected by said selecting unit to an input screen corresponding to said item. 

Claim 3: The portable terminal according to claim 1, wherein said portable terminal is a 
personal digital assistant. 

Claim 4: The portable terminal according to claim 1, wherein said portable terminal is a 
portable telephone. 

Claim 5: A portable terminal having a closed state and an open state, said portable terminal 
comprising: 

a first housing having at least a display unit with a screen; 

a second housing having at least an input unit; 

a detecting unit for detecting opening of either of said housings; and 

a control unit for controlling said screen of said display unit; 
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wherein said first and said second housings are openably and closably connected 
together, wherein said display unit is visible to the user in said closed state and in said 
open state of said portable terminal, wherein said input unit is visible to a user in said 
open state, and wherein, when said detecting unitdetects opening of either of said 
housings, said control unit changes said screen of said display unit to an input screen. 

Claim 6: The portable terminal according to claim 5, wherein said portable terminal is a 
personal digital assistant. 

Claim 7: The portable terminal according to claim 5, wherein said portable terminal is a 
portable telephone. 

Claim 8: A portable terminal having a closed state and an open state, said portable terminal 
comprising: 

a first housing having at least a display unit, said display unit being switchable 
between an input mode and a non-input mode; 

a second housing having at least an input unit; 

a detecting unit for detecting opening of either of said housings; and 

a control unit for switching said display unit between said non-input mode and 
said input mode; 

wherein said housings are openably and closably connected together, wherein said 
display unit is visible to a user in said closed state of said portable terminal, and wherein 
when said detecting unit detects opening of either of said housings, said control unit 
switches said display unit from said non-input mode to said input mode. 
Claim 9: A portable terminal having a closed state and an open state, said portable terminal 

comprising: 

a first housing having at least a display unit, said display unit including a screen 
changeable between an input screen and a non-input screen; 
a second housing having at least an input unit; 
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a detecting unit for detecting opening of either of said housings; 

a reception unit for receiving an electronic mail message; and 

a control means for selectively displaying said received electronic mail message 

on said screen of said display unit and for changing said screen of said display unit; 

wherein said housings are openably and closably connected together, wherein said 
display unit is visible to a user in said closed state, and wherein when said detecting unit 
detects opening of either of said housings, said control unit changes said non-input screen 
displaying said received e-mail to said input screen for editing based on said received e- 
mail 

Claim 10: The portable terminal according to claim 9, wherein said control unit changes said 
non-input screen displaying said received e-mail to said input screen and displays said 
received e-mail on said input screen. 

Claim 11: A method of displaying an input screen of a display unit of a portable terminal 

having housings openably and closably connected together, comprising the steps of: 

selecting an item to be displayed on said display unit while said portable terminal 

is in a closed state; and 

changing a non-input screen of said display unit having an item selected thereon 
to an input screen corresponding to said selected item when either of said housings is 
opened from said closed state. 

Claim 12: The method according to claim 11, wherein said non-input screen has a guide view 
informing a user to open either of said housings from said closed state. 

Claim 13: A method of displaying an input screen of a display unit of a portable terminal 

having housings openably and closably connected together, comprising the steps of: 
receiving an electronic mail message; 

displaying said received electronic mail message on a non-input screen of said 
display unit; and 
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changing said non-input screen displaying said received electronic mail message 

to an input screen for editing based on said received electronic mail message when either 

of said housings is opened from its closed state. 
Claim 14: The method according to claim 13, wherein said non-input screen has a guide view 

informing a user to open either of said housings from said closed state. 
Claim 15: A portable terminal having an open state and a closed state, said portable terminal 

comprising: 

a first housing having a display unit with a screen; 
a second housing having an input unit; 

a detecting unit for detecting opening of either of said housings; and 
a control unit for controlling said screen of said display unit; 
wherein said first housing is openably and closably connected to said second 
housing, wherein said display unit is visible to a user in at least said closed state of said 
portable terminal, and wherein, when said detecting unit detects opening of either of said 
housings, said control unit changes said screen of said display unit to an input screen. 
Claim 16: A portable terminal having a closed state and an open state, said portable terminal 
comprising: 

a first housing having a display unit with a screen; 
a second housing having an input unit; 

a detecting unit for detecting opening of either of said housings; and 
a control unit for controlling said screen of said display unit; 
wherein said first and said second housings are openably and closably connected 
together, wherein said display unit is visible to the user in said closed state and in said 
open state of said portable terminal, wherein said input unit is visible to a user in said 
open state, and wherein, when said detecting unit detects opening of either of said 
housings, said control unit changes said screen of said display unit to an input screen. 
Claim 17: A portable terminal having a closed state and an open state, said portable terminal 
comprising: 

a first housing having a display unit, said display unit being switchable between 
an input mode and a non-input mode; 
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a second housing having an input unit; 

a detecting unit for detecting opening of either of said housings; and 
a control unit for switching said display unite between said non-input mode and 
said input mode; 

wherein said first and said second housings are openably and closably connected 
together, wherein said display unit is visible to the user in said closed state of said 
portable terminal, and wherein when said detecting unit detects opening of either of said 
housings, said control unit switches said display unit from said non-input mode to said 
input mode. 

Claim 18: A portable terminal having a closed state and an open state, said portable terminal 
comprising: 

a first housing having a display unit, said display unit with a screen changeable 
between an input screen and a non-input screen; 
a second housing having an input unit; 

a detecting unit for detecting opening of either of said housings; 

a control unit for selectively displaying said received electronic mail message on 
said screen of said display unit and for changing said screen of said display unit; 
wherein said housings are openably and closably connected together, wherein said display unit is 
visible to the user in said closed state, and wherein when said detecting unit detects opening of 
either of said housings, said control unit changes said non-input screen displaying said received 
e-mail to said input screen for editing based on said received e-mail. 
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j. DETAILED ACTION 

V. 

Response to Amendment 

1 This action is in response to the communication filed on 1 1/25/05. 

2. Claims 15-18 have been added in the instant amendment. 

3. Claims 1-18 are pending in this action. 

4. The title of the disclosure submitted with the current amendment has been 
approved by examiner. 

5. This action is final. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims Y,-2^, 5,7, B, ]A, l/and 15^17 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Toba (US 6,907,276 B2). For examination purposes, claim 1 1 is 



considered firs. 
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As per claim 11: Toba discloses a method of displaying an input screen of a display 
unit of a portable terminal having housings open-ably and close-ably connected 
Together (see figs. 1 and 2; col. 6, lines 48-58), comprising the steps of: 

selecting an item to be displayed on said display unit while said 
portable terminal is in a closed state (see col. 6, line 59-col. 7, line 2; col. 7, line 58-col. 
8, line 6; col. 12, lines 23-56; col. 19, lines 5-53; ). Scrolling (see col. 12, lines 49-56) is 
a means of selecting an item to be displayed. 

changing a non-input (external) screen of said display unit having an item 
selected thereon to an input screen corresponding to said selected item 
when either of said housings is opened from said closed state (see 8, lines 37-49). 
As per claim 12: Toba discloses a method, wherein said non-input (external) 
screen has a guide view informing a user to open either of said housings 
from said closed state (see fig. 2, element 11; col. 7, line 67-col. 8, line 6). 
As per claim 1 : Toba discloses a portable terminal having an open state and a closed 
state (see figs. 1 and 2; col. 6, lines 48-58), said portable terminal comprising: 

a first housing having at least a display unit with a screen (see fig. 1, elements 3 
and 5; col. 6, line 59-col. 7, line 2); 

a second housing having at least an input unit (see fig. 1 , elements 4 and 8; col. 
6, line 59-rol. 7, line 2); 

a detecting means for detecting opening of either of said housings (see fig. 1 , 
element 6; col. 6, line 59-col. 7, line 2; col. 4, lines 39-65); and 
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a control means for controlling said screen of said display unit (see col. 3, lines 
38-53; col. 7, line 58-col. 8, line 6; col. 8, lines 28-49); 

wherein said first housing is open-ably and close-ably connected lo 
said second housing (see figs. 1 and 2; col. 6, lines 48-58), wherein 
said display unit is visible to a user in at least said closed state of said portable terminal 
(see fig. 2, element 1 1 ; col. 6, line 59-col. 7, line 2), and wherein, when said 
detecting means detects opening of either of said housings, said control 
_means changes said screen of said display unit to an input screen (main display) (see 
col. 6, line 47-col. 7, line 2; col. 7, line 58-col. 8, line 6; col. 8, lines 27-49). 
As per claim 2: Toba discloses a portable terminal, further comprising: 

a selecting unit (fig. 3, element 21 ) for selecting an item displayed on said 
display unit (see col. 12, lines 45-56) (wherein scrolling indicates selection); wherein 
when said detecting means detects opening of either of said housings, 
said control device changes said screen with an item selected by said 
selecting unit to an input screen corresponding to said item (see col. Col. 3, lines 38-53 
col. 8, line 27-49). 

As per claim 4: Toba discloses a portable terminal, wherein said portable 
terminal is a portable telephone (see fig. 1; abstract; col. 6, line 47-col. 7, line 2). 
As per claim 15: the features of claim 1 5 are similar to the features of claim 1 . Hence, 
claim 15 is rejected on the same ground as claim 1. 

As per claim 16: the features of claim 1 6 are similar to the features of claim 1 . Hence, 
claim 16 is rejected on the same ground as claim 1 . 
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As per claim 17: the features of claim 1 7 are similar to the features of claim 1 . Hence, 
claim 17 is rejected on the same ground as claim 1 . 

As per claim 5: Toba discloses a portable terminal having a closed state and an open 
state (see figs. 1 and 2; col. 6, lines 48-58), said portable terminal comprising: 

a first housing having at least a display unit with a screen (see fig. 1 , elements 3 
and 5; col. 6, line 59-col. 7, line 2); 

a second housing having at least an input unit (see fig. 1, elements 4 and 8; col. 
6, line 59-col. 7, line 2); 

a detecting means for detecting opening of either of said housings (see fig. 1 , 
element 6; col. 6, line 59-col. 7, line 2; col. 4, lines 39-65); and 

a control means for controlling said screen of said display unit (see col. 3, lines 
38-53; col. 7, line 58-col. 8, line 6; col. 8, lines 28-49); 

wherein said first and said second housings are open-ably and close-ably 
connected together (see figs. 1 and 2; col. 6, lines 48-58), wherein said display unit is 
visible to the user in said closed state and in said open stale of said portable terminal 
(see fig. 1, element 5 and fig. 2, element 11; col. 6, line 59-col. 7, line 2), wherein said 
input unit is visible to a user in said open state, and wherein, when said detecting 
means detects opening of either of said housings, said control means changes said 
screen of said display unit to an input screen (main display) (see col. 6, line 47-col. 7, 
line 2; col. 7, line 58-col. 8, line 6; col. col. 8, lines 27-49). 
As per claim 7: Toba discloses a portable terminal, wherein said portable 
terminal is a portable telephone (see fig. 1 ; abstract; col. 6, line 47-col. 7, line 2). 
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As per claim 8: Toba discloses a portable terminal having a closed state and an open 

state (see figs. 1 and 2; col. 6, lines 48-58), said portable terminal comprising: 
a first housing having at least a display unit, said display unit being 

switchable between an input mode and a non-input mode (see fig. 1, element 5 and fig. 

2, element 11; col. 6, lines 47-58; col. 8, lines 28-49); 

a second housing having at least an input unit (see fig. 1 , elements 4 and 8; col. 

6, line 59-col. 7, line 2); 

a detecting means for detecting opening of either of said housings (see fig. 1 , 

element 6; col. 6, line 59-col. 7, line 2; col. 4, lines 39-65); and 

a control means for switching said display unit between said non- 
input mode and said input mode (see col. 3, lines 38-53; col. 7, line 58-col. 8, line 

6; col. 8, lines 28-49). Note: the non-input and input modes displays correspond to the 

main and supplemental displays of the prior art. 

wherein said housings are openably and closably connected together (see figs. 1 

and 2), wherein said display unit is visible to a user in said closed state of said portable 

terminal (see fig. 2, element 11) , and wherein when said detecting means detects 

opening of either of said housings (col. 7, lines 16-30), said control means switches said 

display unit from said non-input mode to said input mode (main display mode) (see col. 

6, line 47-col. 7, line 2; col. 7, line 58-col. 8, line 6; col. 8, lines 27-49). 
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Claim Rejections -35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not .identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims^ 10, is! 14 and 18 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Toba in view of Matsumoto et al. (Matsumoto) (US 2002/0119768 

A1 ). For examination purpose, claim 1 3 is considered first. 

As per claim 13:Toba discloses a method of displaying an input screen of a display unit 
of a 

portable terminal having housings open-ably and close-ably connected 
together (see figs. 1 and 2; col. 6, lines 48-58), comprising the steps of: 

receiving an electronic mail message (see abstract; col. 3, lines 22-36); 

displaying said received electronic mail message on a non-input (external) 
screen of said display unit (see fig. 2, element 11; col. 3, lines 22-36; col. 7, line 58-col. 
8, line 6); and 

changing said non-input screen displaying said received electronic 
mail message lo an input screen ( see col. 8, lines 27-49). Further more, Toba discloses 
displaying received electronic mail message when either of said housings is opened 
from its closed state (see col. 3, lines 38-53). But, Toba does not explicitly 
teach/disclose about editing the received email/electronic mail message, as claimed by 
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applicant. However, in a related field of endeavor, Matsumoto teaches about portable 

terminal (mobile station/telephone (see fig. 1) wherein a user of the mobile station may 

use a text editing function, such as electronic mail (email) which is provided for the 

mobile station (see page 1, paragraphs 008-009). Therefore, it would have been 

obvious for one of ordinary skill in the art at the time the invention was made to modify 

the teaching of Toba with that of Matsumoto for the advantage of conveying 

information/message to a party without omission (see page 1, paragraph 008). 

As per claim A4:.Toba_discloses a.method, wherein said non-input (external) 

screen has a guide view informing a user to open either of said housings 

from said closed state (see fig. 2, element 1 1 ; col. 7, line 67-col. 8, line 6). 

As per claim 18: the features of claim 18 are similar to the features of claim 9. Hence, 

claim 18 is rejected on the same ground and motivation as claim 9. 

As per claim 9: Toba discloses a portable terminal having a closed state and an open 

state (see figs. 1 and 2; col. 6, lines 48-58) said portable terminal comprising: 

a first housing having at least a display unit, said display unit 
including a screen changeable between an input screen and a non-input 
screen (see figs. 1 and 2 and corresponding elements 5 and 11 ). Note: elements 5 and 
1 1 correspond to the input and non-input display modes/screens (see also abstract; col. 
7, line 58-col. 8, line 6; col. 8, lines 27-36). 

a second housing having at least an input unit (see fig. 1 , elements 4 and 8; col. 
6, line 59-col. 7, line 2); 
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a detecting means for detecting opening of either of said housings see fig. 1 , 
element 6; col. 6, line 59-col. 7, line 2; col. 4, lines 39-65); and 

a reception means for receiving an electronic mail message (see abstract; col. 7, 
line 41 -col. 8, line 6); and 

a control means for selectively displaying said received electronic mail message 
on said screen of said display unit (see abstract; col. 7, lines 16-30; col. 7, line 58-col. 8, 
line 6), and for changing said screen of said display unit (col. 8, lines 27-49); 
wherein said housings are openably and closably connected together (see figs. 1 and 2; 
col. 6, lines 48-58), wherein said display unit is visible to a user in said closed state (see 
fig. 1 , element 5 and fig. 2, element 1 1 ; col. 6, line 59-col. 7, line 2), and wherein when 
said detecting means detects opening of either of said housings (see fig. 1 , element 6; 
col. 6, lines 48-58; col. 7, lines 16-30), said control means changes said non-input 
screen displaying said received e-mail to said input screen (main screen) (see col. 8, 
lines 21-49). In summary, the prior art discloses a detection means for detecting 
whether the first and second housings are in an open or closed mode and a control for 
displaying electronic mail/ email message based on the detected mode of display and 
further a switch for switching the display mode between the two modes. But, Toba does 
not explicitly teach about editing a received email, as claimed by applicant. However, in 
a related field of endeavor, Matsumoto teaches about portable terminal (mobile 
station/telephone (see fig. 1) wherein a user of the mobile station may use a text editing 
function, such as electronic mail (email) which is provided for the mobile station (see 
page 1 , paragraphs 008-009). Therefore, it would have been obvious for one of ordinary 
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skill in the art at the time the invention was made to modify the teaching of Toba with 
that of Matsumoto for the advantage of conveying information/message to a party 
without omission (see page 1 , paragraph 008). 

As per claim 10: Toba teaches about a portable terminal, wherein said control 
means changes said non-input screen displaying said received e-mail to 
said input screen and displays said received e-mail on said input screen (see abstract; 
col. 7, line 58-col. 8, line 6; col. 8, lines 27-49). 

Claims 3_and_6-are.rejected.under.35 U.S.C. 1.03(a) as being unpatentable over 

Toba as applied to claim 1 above, and further in view of Lenchik et.al. (Lenchik) (US 
6,658,272 B1). 

As per claim 3: but, Toba does not explicitly teach about a portable terminal, 
according to claim 1 , wherein said portable terminal is a personal digital assistant, as 
claimed by applicant. However, in a related field of endeavor, Lenchik teaches about a 
self configured portable electronic device, that can be configured as a personal digital 
assistant (figs 5-. 8; col. 3, lines 13-40) and a cellular telephone ( see col. 2, line 2-col. 
3, line 12). Therefore, it would have been obvious for one of ordinary skill in the art at 
the time the invention was made to modify the teaching of Toba with that of Lenchik 
(configuring portable terminal into PDA) for the advantage of using large display the 
PDA provides (see col. 1 , lines 10-24). 

As per claim 6: but, Toba does not explicitly teach about a portable terminal, according 
to claim 1 , wherein said portable terminal is a personal digital assistant, as claimed by 
applicant. However, in a related field of endeavor, Lenchik teaches about a self 
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configured portable electronic device, that can be configured as a personal digital 
assistant (figs 5-. 8; col. 3, lines 13-40) and a cellular telephone ( see col. 2, line 2-col. 
3, line 1 2). The motivation same as provided in the rejection of claim 3. 

Response to Arguments 

Applicant's arguments filed on 1 1/25/05 have been fully considered but they are 
not persuasive. Applicants arguments and examiner's respective responses are shown 
below in an indexed fashion. 

Argument I: with regard to claims 1, 5, 8 and 11, applicant argues by saying Toba fails 
to show or suggest switching the non-input screed visible in the portable terminal's 
closed state to the input screen screed visible in the portable terminal's open state. 
Response I: Examiner respectfully disagrees with the argument. In that, Toba's 
reference provides a mobile terminal with a non-input (closed state) screens and input 
(open state screen) comprised of a Hall element, which carries out switching operation 
based on a magnet arranged on a corresponding position of the housing (see col. 7, 
lines 16-30). Applicant further attempts to support the argument with exemplary features 
that were not claimed, and therefore could not be considered. Hence, the argument is 
found not to be persuasive. 

Argument II: With regard to claims mentioned above, particularly claim 1, applicant still 
argues by saying, Toba simply teaches that a non-input screen shown on an external 
display in the mobile communication terminal's closed state is shown on the internal or 
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main display unit when the mobile communication terminal is opened. Thus Toba fails to 
teach or suggest the limitation stating that "when said detecting means detects opening 
of either of said housings, said control means changes said screen of said display unit 
to an input screen." 

Response II: examiner respectfully disagrees with the argument. Toba's reference (see 
fig. 3, elements 6 and 21), includes a detecting means and a control means for 
switching a display screen from a closed state to an open state (see col. 8, lines 27-36). 

The argument, therefore, is moot. _ 

Argument III: with regard to claims 9, 10, 13 and 14, applicant argues by saying that 
neither Toba nor Matsumoto, either individually or in combination, suggest to someone 
skilled in the art switching a screen from a non-input mode to an input mode when the 
user opens the previously closed portable terminal. 

Response III: examiner respectfully disagrees with the argument. In that Toba, as 
discussed above, teaches about changing a display screen from a non-input (closed 
mode) to an input screen (open mode) with the help of a detector and a controller. 
Furthermore, Toba also teaches that the housing/s of the terminal is/are open-able by 
the user, while advantageously allowing the user to confirm a received message in the 
closed state (see col. 1, lines 28-34; col. 19, lines 41-53). Matsumoto is brought to the 
combination for providing/teaching about editing a received mail (e-mail) message. 
Applicant's argument about Matsumoto, not teaching about switching a display screen 
mode, is a misplaced one. This feature is, as discussed in the body of the rejection of 
the claims in question, by Toba. And Toba, discloses a display screen that is switch- 
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able from non-input to an input mode with the help of a detection an control devices, as 
discussed elsewhere in the above responses. Hence, the argument is found to be not 
persuasive. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Meless N. Zewdu whose telephone number is (571) 
272-7873. The examiner can normally be reached on 8:30 am to 5:00 pm.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Trost can be reached on (571) 272-7872. The fax phone number for 
the organization where this application or proceeding is assigned is 571-272-8300. 
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